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M^il^d: 28 20119 

In re application of 

Cooper etal. 

Serial No. 10/531,835 

Filed: April 18, 2005 

For: Treatment Of Smelting By-Products 



This is a response to a Petition filed under 37 CFR 1.181 to invoke the supervisory authority of 
the Director of the U. S. Patent and Trademark Office to review a restriction requirement filed 
April 3, 2009. 

On February 21, 2008, a Non-Final Rejection w^as issued by the Examiner whereby the Examiner 
required a restriction between three inventions. The Examiner stated the common technical 
feature in all groups is the method of treating the spent potliner. The Examiner further asserts 
that this element could not be a special technical feature under PCT Rules 13.2 because the 
element is shown in the prior art (Snodgrass et al. US 4,444,740). 

Applicants assert that since the IPEA did not find a lack of unity of invention, the Examiner has 
misapplied the correct standard of review in determining whether there is unity of invention. 
Applicants further assert that the technical feature common to all claims is a specific method of 
treating a spent potliner. 

As provided in 37 CFR 1.475(a), a national stage application shall relate to one invention only or 
to a group of inventions so linked as to form a single general inventive concept ("requirement of 
unity of invention"). Where a group of inventions is claimed in a national stage application, the 
requirement of unity of invention shall be fulfilled only when there is a technical relationship 
among those inventions involving one or more of the same or corresponding special technical 
features. The expression "special technical features" shall mean those technical features that 
define a contribution which each of the claimed inventions, considered as a whole, makes over 
the prior art. 

The Examiner in reviewing a national stage application is not precluded from a determination 
that a lack of unity is lacking even though the International Preliminary Examination Authority 
(IPEA) did find unity of invention. The original lack of unity was proper on the claims as 
originally filed. 

The original claims have been amended during the course of prosecution and the Examiner has 
made an art rejection to the claims thereby demonstrating that the technical features now claimed 
do not define a contribution over the prior art. 
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DECISION 

The Petition is DENIED. 
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